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~ The MAILING DATE of this communication appears on the cover shoot with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- [f the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period wilt apply and wilt expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply wilt, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 03 June 2002 . 
2a)!S This action is FINAL. 25)0 Tfiis action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quay/e. 1935 CD. 11,453 O.G.213. 
Disposition of Claims 

4) 13 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-20 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) 0 The proposed drawing con-ection filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3 JO Copies of the certified cxjpies of the priority documents have been received in this National Stage 
application from the Intemational Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknovirtedgment is made of a daim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 4) dl Inten^lew Summary (PTO-413) Paper No(s). . 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) CH Notice of Informal Patent Application (PTO-152) 

3) d Information Disclosure Statement{s) (PTO-1449) Paper No(s) . 6) Q Other: 
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Art Unit: 3632 

This is the second office action for application number 09/751 ,609, Resilient 
Magnetic Paint Brush Holder, filed on December 28, 2000. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter that the applicant regards as his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is not clear if the applicant is intending to claim the subcombination of a 
holder/improvement for fastening/attachable to a paint can for supporting a paintbrush, 
or the combination of the holder/improvement, the paint can and the paintbmsh. The 
preamble of each of claims 1 , 4, 7 and 13 states the former, but then the combination is 

claimed later on (in claims 1 and 4, "wiierein the distal portion when the 

paintbrush...", in claims 7 and 13, "wherein the resilient member when the 

paintbrush...", in claims 10, 17 and 20, "wherein the resilient member of the 

paintbrush..." The applicant must make it clear whether the subcombination or 
combination is intended to be the invention. For instance, stating -wherein the resilient 
member has a force constant selected that is adapted to produce...-- and -wherein the 
resilient member is adapted to limit...-- would claim the subcombination. For the 
purposes of this office action, the Examiner will assume the subcombination is 
intended to be the invention, and the paint can and paintbrush are not part of the 
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invention. However, for clainns 11, 12, 18 and 19, the Exanniner will assume the 
combination is intended to be claimed. 

Further regarding claims 7 and 13, a "suffic/enf displacement" is ambiguous 
because it is not clear exact what range of displacements is encompassed by the term 
"sufficient." 

For the purposes of this office action, the Examiner will attempt to apply the art 
as best understood. 

Claim Rejections '35 use §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvbus at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10, 13, 15-17 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Craig '079. 

Craig '079 discloses a holder (figures 1,2) comprising a clamp (figures 1,2), a 
magnet (figures 1,2), a magnet holder (figures 1,2) and a resilient member/spring/length 
of resilient material (figures 1.2) having a proximal portion (figures 1,2) attached to the 
clamp and a distal portion (figures 1 ,2) attached to the magnet. 

However, regarding claims 1-6, Craig '079 fails to specifically teach the distal 
portion to be displaced when subjected to a mechanical shock. It would have been 
obvious to one of ordinary skill in the art at the time the invention was nnade that the 
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resilient member would inherently be displaced when subject to a mechanical shock 
since there is variable displacement between the distal and proximal portions of the 
resilient member (column 3, lines 21-22). 

With respect to claims 7-9, 13, 15 and 16, Craig '079 fails to specifically teach the 
resilient member to have a force constant selected to produce a "sufficient" 
displacement of the distal end when subjected to a mechanical shock. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made that 
the resilient member would inherently have some force constant producing some 
"sufficient" displacement of the distal end when subject to a mechanical shock since 
there is variable displacement between the distal and proximal portions of the resilient 
member (column 3, lines 21-22), in addition to the fact that springs possess some 
inherent force constant. 

Regarding claims 10, 17 and 20, Craig '079 fails to specifically teach the resilient 
member to limit acceleration of an object attached thereto to no more than 0.75 g. It 
would have been obvious to an ordinary artisan at the time the invention was made that 
any one of number of resilient members that each limit the acceleration of an object 
attached thereto to a different degree could be selected, including no more than 0.75 g, 
depending upon a user's design preferences or the specific dimensions of an object 
attached to the resilient member, so long as the integrity of the holder is not 
compromised. 

Claims 7, 9-14 and 16-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent number 3,729,158 to Nagy. 
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Regarding claims 7, 9, 11-14, 16, 18 and 19, Nagy '158 discloses a holder (figure 
1) comprising a clamp (figure 1), a magnet (figure 1), a magnet holder (figure 1) and a 
resilient member/length of resilient material (figure 1) having a proximal portion (figure 
1) attached to the clamp and a distal portion (figure 1 ) attached to the magnet; wherein 
the resilient member, the magnet holder and at least a portion of the clamp constitute a 
single molded structure; wherein the holder further comprises a paint can (6) and a 
paintbrush (10). 

However, Nagy '158 fails to specifically teach the resilient member to have a 
force constant selected to produce a "sufficient" displacement of the distal end when 
subjected to a mechanical shock. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made that the resilient member would inherently 
have some force constant producing some "sufficient" displacement of the distal end 
when subject to a mechanical shock since the resilient member is "bendable" (column 1 , 
line 52). 

Regarding claims 10, 17 and 20, Nagy '158 fails to specifically teach the resilient 
member to limit acceleration of an object attached thereto to no more than 0.75 g. It 
would have been obvious to an ordinary artisan at the time the invention was made that 
any one of number of resilient members that each limit the acceleration of an object 
attached thereto to a different degree could be selected, including no more than 0.75 g, 
depending upon a user's design preferences or the specific dimensions of an object 
attached to the resilient member, so long as the integrity of the holder is not 
compromised. 
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Response to Arguments 

Applicant's arguments filed June 3, 2002 have been fully considered but they are 
not persuasive. 

Throughout the remarks, the applicant alleges "Craig does not disclose the 
claimed clamp for engaging..." and "Craig does not disclose the claimed magnet for 
engaging...". The Examiner disagrees. Clearly, Craig divulges the structure of a 
magnet and a clamp oriented as required in the claims as previously described in this 
office action. Moreover, in the middle of page 7, the applicant further avers "... Craig 
does not disclose the claimed resilient member having a proximal portion attached to 
the clamp and having a distal portion attached to the magnet...". Again, the Examiner 
disagrees. As indicated on the attached copy of figures 1 and 2 of Craig, the resilient 
member does in fact have a proximal portion attached to the clamp and a distal portion 
attached to the magnet. 

The applicant's remaining arguments with respect to claims 1-6 have been • 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Morgillo '269 and Cortina '073 divulge various brush holders. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner shoiild be directed to Jon A Szumny whose telephone number is 
(703) 306-3403. The examiner can normally be reached on Monday-Friday 8-4. 

The fax phone number for the organization where this application or proceeding 
are assigned is (703) 305-7687. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 
(703)308-1113. 



Jon Szumny MON 0. RAMIREZ 

Patent Examiner PrIr/IARY EXAMINER 

Technology Center 3600 ART UNIT m3C3 2- 
Art Unit 3632 
July 10, 2002 
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